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REMARKS 

The examiner has rejected claims 1-12 under 35 U.S.C. §112 as 
being indefinite for the reasons set forth on pages 2 and 3 of the 
Office Action. Each of the bases for indef initeness will be 
discussed in the order presented. 

The examiner deems the term "protective" to be vague and 
indefinite. However, this term is discussed on page 4, lines 5-7 of 
the specification in the context of the protection of electrode 
surfaces from corrosion. As claims are to be interpreted in light 
of the disclosure, this description in the specification as one 
example of "protection" is sufficient enablement for use of this 
term in the claims. 

The lack of Markush terminology is also given as a basis for 
indef initeness . The examiner is requested to point out where in the 
statute, regulations, or Manual of Patent Examining Procedure (MPEP) 
the use of such terminology is deemed mandatory . 

The examiner also questions use of the term "deactivated." 
This is a term of art in the field of catalytic activity, and means 
that the catalyst loses its activity over time. As evidence of 
common usage, attached is page 537 of Levenspiel, ^H EMICA L REACTION 
EN£XfclEEgING, 2nd Ed. 1972, John Wiley & Sons, Inc. Levenspiel 
devotes an entire chapter to "Deactivating Catalysts." If the 
examiner remains confused by applicants 1 terminology, she is 
encouraged to call the undersigned attorney. 

Claims 10 and 11 are deemed indefinite as to the meaning of the 
last four words of the claims. The claims have been amended to 
delete this phrase. 

Claim 8 has been cancelled thereby obviating the indef initeness 
rejection of this claim. 
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The examiner's confusion with the term "a conductive electrode 
substrate" is not understood. The specification is very clear that 
the coating is either electrocatalytic or protective, that is, the 
coating functions as a catalyst for an electrochemical reaction or 
to protect the electrode substrate. Either way, the electrode 
substrate is conductive and functions as the actual electrode. 

Turning to the rejections on the merits, claim 12 is rejected 
as anticipated by Tanaka et al ! 280. This document, as well as 
Tanaka et al '279, fails to anticipate or render obvious the claimed 
invention. Both Tanaka et al documents relate to forming an 
electrode with a liquid on a base plate. There is no teaching in 
either reference of applying an electrocatalytic or protective 
coating on a conductive electrode substrate, as claimed by 
applicants. It is also noted that at least the abstract of Tanaka 
et al '280 does not mention use of NIR. 

As to the "inherent" electrolytic coating of the Tanaka et al 
references, the burden is on the examiner to establish inherency. 
What is her basis for inherency in light of the failure of either 
reference to teach a conductive electrode substrate? Furthermore, a 
feature as important as catalytic activity would surely be mentioned 
at least in passing by the skilled artisan, especially in the field 
of electrode manufacture. An omission of such magnitude requires at 
the very least a more detailed explanation by the examiner as to why 
she believes the references inherently teach this feature with 
certainty . 

Claims 1, 2, 5, 8, 9, and 12 stand rejected as being 
anticipated by Sakai et al. Applicants respectfully disagree. 
Sakai et al relates to the repair of a metallic pattern on a 
substrate. The electrode is typically indium tin oxide (ITO), used 
in liquid crystal display devices. There is no teaching of applying 
an electrocatalytic or protective coating onto a conductive 
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electrode. See in particular Fig. lc of Sakai et al and paragraph 
[0059] . In Sakai et al, the metallic thin film la coats the upper 
surface of the glass substrate 2 rather than the upper surface of 
the electrode 3. Furthermore, there is no mention of 
electrocatalytic function in Sakai et al, and the burden again rests 
with the examiner to establish that the inherency of an 
electrocatalytic is certain. 

The rejection of claims 4, 6 and 7 as being obvious over Sakai 
et al is equally deficient. The examiner suggest that other noble 
metal compounds besides gold paste could be used. However, she 
gives no basis for an inherent functionality of such metal compounds 
in the context of the Sakai et al teaching , viz., for the repair of 
liquid crystal displays. 

Likewise, the addition of Nishiki et al to Sakai et al does not 
establish a prima facie case of obviousness of Claim 3. Regardless 
of any teaching in Nishiki et al of coating electrodes with specific 
metals in multiple layers, how does the examiner reconcile a 
teaching of repairing defective liquid crystal displays using gold 
paste (Sakai et al) with the electrolysis of a sodium chloride 
aqueous solution (Nishiki et al) ? Only in hindsight could any 
connection be made between these two disparate teachings. 

Finally, the examiner rejects claims 1-12 as being obvious over 
Flicstein et al in view of Nishiki et al or Busse et al. Again, the 
examiner fails to establish a prima facie case of obviousness. The 
examiner readily admits that Flicstein et al fails to teach 
applicants 1 claimed conductive electrode substrate configuration but 
alleges nonetheless that this configuration is "inclusive" in the 
Flicstein et al disclosure. 



Again, the examiner seems to infer that an element of the 
claimed invention is inherently taught, but fails to provide a basis 
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for the alleged inherency. The threshold for establishing inherency 
is even higher for obviousness than for anticipation, particularly 
if inherency is the basis for combining the references in the first 
instance. If the inherent feature is not known, however, there can 
be no obviousness. In re Spormann , 150 USPQ 449 (CCPA, 1967). 

In view of the above, the examiner has failed to establish 
either anticipation or a prima facie case of obviousness, and a 
Notice of Allowance is therefore requested. 

The Commissioner is hereby authorized to charge any required 
fees associated with this communication and during the pendency of 
the application under 37 CFR 1.16 and 37 CFR 1.17 or to credit any 
overpayment to Deposit Account No. 501348. This sheet is submitted 
in duplicate. 



Law Offices of David J. Serbin 
Unit 2, First Floor 
1423 Powhatan Street 
Alexandria, Virginia 22314 
Telephone : (703) 838-2700 
Facsimile: (703) 838-2701 



Respectfully submitted, 




I hereby certify that this correspondence is being 
deposited this day with the US Postal Service as 
first class mail in an envelope addressed to the 
Commissioner of Patents, PO Box 1450, 



Alexandria, Virginia 22313-1450. 
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